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Art Unit: 3671 

DETAILED ACTION 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1, 5, 27, 28, 36, 38-41 and 48 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Edwards (5873415), in view of Winegeart (4519576), and 
further in view of Bonetti (5324008). 

3. As concerns claims 1 , 27, 28 and 36, Edwards shows a suspension valve 
housing (10), said valve housing having a production bore (18); a valve element (22) 
disposed in said suspension valve housing, the valve element being an apertured (44) 
ball (30) valve element; said valve being remotely actuatable between an open position 
and a closed position (column 4, lines 19+); the production bore being offset for the 
centre of the valve housing (Fig. 7); actuation means (52, 50a and 54a) coupled to the 
ball element for permitting remote actuation of the ball element. Edwards lacks to show 
said actuation means comprising at least one moveable guide shaft disposed 
substantially parallel to the production bore, at least two actuation bars coupled 
between the respective guide shaft and to the apertured ball element, the actuation bars 
being coupled to the guide shaft by rotatable pin joints, and being slidingly located in 
respective bar pocket of said ball element; and the valve element with a valve bore 
offset from the centre of the ball, so that one portion of the ball element is relatively thick 
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and another portion of the valve element is relatively thin. However, Winegeart teaches 
said actuation means comprising at least one moveable guide shafts (54) disposed 
substantially parallel to the production bore (16), an actuation bar (26) coupled between 
the respective guide shafts and to the apertured ball element (20), the actuation bars 
being coupled to the ball element by rotatable pin joints (24), and being slidingly (28) 
located in respective bar pocket (32) of said guide shaft. It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to have at least two 
actuation bars, since it has been held that mere duplication of the essential working 
parts of a device involves only routine skilled the art. It also would have been obvious 
to one having ordinary skill in the art at the time of the invention was made to have the 
actuation bars being coupled to the guide shafts by rotatable pin joints, and being 
slidingly located in respective bar pockets of said ball element instead of having the 
actuation bars being coupled to the ball element by rotatable pin joints, and being 
slidingly located in respective bar pocket of said guide shaft, since it has been held that 
a mere reversal of the essential working parts of a device involves only routine skill in 
the art. One of ordinary skill in the art at the time the invention was made would have 
been motivated to modify the valve system taught in Edwards with the actuation means 
taught in Winegeart because actuation bars are known to provide means for allowing a 
guide shaft/piston to actuate a ball valve element from a distance in a separate 
chamber; furthermore, it would have been obvious to one having ordinary skill in the art 
that a simple substitution of the actuation means taught in Edwards for the actuation 
means taught in Winegeart would obtain predictable results, as set forth by the 
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Supreme Court in the KSR decision. Bonetti teaches wherein the valve element (8) with 
a valve bore (9) offset from the centre of the ball, so that one portion of the ball element 
is relatively thick and another portion of the valve element is relatively thin (Fig. 2a-2c). 
One of ordinary skill in the art at the time the invention was made would have been 
motivated to modify the structure taught in Edwards and Winegeart with the elements 
taught in Bonetti because an offset ball valve bore is known to provide means for 
increasing the strength of one side of the valve body, which it allows the system to 
withstand a higher pressure differential. Therefore, the invention as a whole would have 
been prima facie obvious to one of ordinary skill in the art at the time the invention was 
made since the expected result of this configuration improves versatility and efficiency 
of the valve design. 

4. As concerns claim 5, it would have been obvious to one having ordinary skill in 
the art at the time the invention was made that using an offset bore valve seat for 
engaging with the ball element instead of using a standard bore valve seat would be an 
obvious matter of design choice, since a change in the shape of a prior art device is a 
design consideration within the skill of the art. 

5. As concerns claims 38-41 , Edwards shows a suspension valve housing (10), 
said valve housing having a production bore (18) and an annulus bore (20); a 
production bore valve element (22) disposed in said production bore and an annulus 
bore valve element (26) disposed in said annulus bore, the production bore valve 
element being an apertured (44) ball (30) valve element; single actuator means 
(hydraulic system; 50a, 54a, 56a and 58a) moveable within said housing for actuating 
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the production valve element and the annulus valve element to move between a closed 
and an open position; said actuator means being remotely operable to move said valves 
between said open and closed positions (column 4, lines 19+); the production bore 
being offset from the centre of the valve housing (Fig. 7); and actuation means (52, 50a 
and 54a) coupled to the ball element for permitting remote actuation of the ball element. 
Edwards lacks to show the production bore valve element with a valve bore offset from 
the centre of the ball, so that one portion of the ball element is relatively thick and 
another portion of the valve element is relatively thin; and said actuation means 
comprising at least two moveable guide shafts disposed substantially parallel to the 
production bore, at least two actuation bars coupled between the guide shafts and to 
the apertured ball element, the actuation bars being coupled to the guide shafts by 
rotatable pin joints, and being slidingly located in respective bar pockets of said ball 
element. However, Winegeart teaches an actuation means comprising at least two 
moveable guide shafts (54) disposed substantially parallel to the production bore, an 
actuation bar (26) coupled between the respective guide shafts and to the apertured ball 
element, the actuation bars being coupled to the ball element by rotatable pin joints 
(24), and being slidingly (28) located in respective bar pocket (32) of said guide shaft. It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to have at least two actuation bars, since it has been held that mere duplication of 
the essential working parts of a device involves only routine skilled the art. It also would 
have been obvious to one having ordinary skill in the art at the time of the invention was 
made to have the actuation bars being coupled to the guide shafts by rotatable pin 
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joints, and being slidingly located in respective bar pockets of said ball element instead 
of having the actuation bars being coupled to the ball element by rotatable pin joints, 
and being slidingly located in respective bar pocket of said guide shaft, since it has 
been held that a mere reversal of the essential working parts of a device involves only 
routine skill in the art. One of ordinary skill in the art at the time the invention was made 
would have been motivated to modify the valve system taught in Edwards with the 
actuation means taught in Winegeart because actuation bars are known to provide 
means for allowing a guide shaft/piston to actuate a ball valve element from a distance 
in a separate chamber; furthermore, it would have been obvious to one having ordinary 
skill in the art that a simple substitution of the actuation means taught in Edwards for the 
actuation means taught in Winegeart would obtain predictable results, as set forth by 
the Supreme Court in the KSR decision. Bonetti teaches wherein the valve element (8) 
with a valve bore (9) offset from the centre of the ball, so that one portion of the ball 
element is relatively thick and another portion of the valve element is relatively thin (Fig. 
2a-2c). One of ordinary skill in the art at the time the invention was made would have 
been motivated to modify the structure taught in Edwards and Winegeart with the 
elements taught in Bonetti because an offset ball valve bore is known to provide means 
for increasing the strength of one side of the valve body, which it allows the system to 
with stand a higher pressure differential. Therefore, the invention as a whole would 
have been prima facie obvious to one of ordinary skill in the art at the time the invention 
was made since the expected result of this configuration improves versatility and 
efficiency of the valve design. 
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6. As concerns claim 48, Edwards shows wherein the suspension valve housing 
(10) is configured to be inserted wholly into a production bore of an undersea wellhead 
system (column 3, lines 10+). 

7. Claims 14-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Edwards, and further in view of Winegeart. 

8. As concerns claims 14-16, Edwards shows providing a dual bore tubing hanger 
(10) having a production bore (18) and an annulus bore (20), disposing a remotely 
operable apertured (44) ball (30) valve element (22) in said production bore, the 
production bore being offset from the centre of the valve housing (Fig. 7), and actuating 
the valve remotely between an open and a closed position (column 4, lines 19+). 
Edwards lacks to show actuating a guide shaft to move rectilinearly in the direction of 
the production bore, coupling slidable actuating bars between the guide shaft and the 
apertured ball valve element so that said valve element is rotatable as said guide bar 
moves rectilinearly; actuating the valve to a fully locked open position; and wherein said 
valve is actuated by translating linear movement to rotational movement. However, 
Winegeart teaches actuating a guide shaft (54) to move rectilinearly in the direction of 
the production bore (16), coupling a slidable (28) actuating bar (26) between the guide 
shaft and the apertured ball valve element (20) so that said valve element is rotatable 
as said guide shaft moves rectilinearly; actuating the valve to a fully locked open 
position; and wherein said valve is actuated by translating linear movement to rotational 
movement. It would have been obvious to one of ordinary skill in the art at the time the 
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invention was made to have actuation bars, since it has been held that mere duplication 
of the essential working parts of a device involves only routine skilled the art. One of 
ordinary skill in the art at the time the invention was made would have been motivated 
to modify the valve system taught in Edwards with the actuation means taught in 
Winegeart because actuation bars are known to provide means for allowing a guide 
shaft/piston to actuate a ball valve element from a distance in a separate chamber; 
furthermore, it would have been obvious to one having ordinary skill in the art that a 
simple substitution of the actuation means taught in Edwards for the actuation means 
taught in Winegeart would obtain predictable results, as set forth by the Supreme Court 
in the KSR decision. Therefore, the invention as a whole would have been prima facie 
obvious to one of ordinary skill in the art at the time the invention was made since the 
expected result of this configuration improves versatility of the valve design. 
9. As concerns claim 17, the combination shows wherein the transitional movement 
is achieved by providing an actuating bar (Winegeart: 26) coupled between the rotatable 
ball element (Winegeart: 20) and rectilinearly moveable guide shafts (Winegeart: 54), 
the actuating bars being rotatably coupled to the ball element by pin joints (Winegeart: 
24) and being slideably (Winegeart: 28) moveable in pocket (Winegeart: 32) of the 
guide shaft. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have actuation bars, since it has been held that mere duplication 
of the essential working parts of a device involves only routine skilled the art. It also 
would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to have the actuation bars being coupled to the guide shafts by 
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rotatable pin joints, and being slidingly located in respective bar pockets of said ball 
element instead of having the actuation bars being coupled to the ball element by 
rotatable pin joints, and being slidingly located in respective bar pocket of said guide 
shaft, since it has been held that a mere reversal of the essential working parts of a 
device involves only routine skill in the art. 

10. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Edwards, 
Winegeart and Bonetti as applied to claim 1 above, and further in view of Garcia-Soule 
etal. (5884703). 

11. As concerns claim 6, Edwards, Winegeart and Bonetti lack to show wherein an 
inclined groove is disposed in said production bore for receiving an elastomeric seal 
with the lowest part of the groove being disposed adjacent to the thinnest part of the 
valve seat to minimize the length of seat exposed to differential pressure. However, 
Garcia-Soule teaches wherein an inclined groove is disposed in said production bore for 
receiving a seal with the lowest part of the groove being disposed adjacent to the 
thinnest part of the valve seat to minimize the length of seat exposed to differential 
pressure (column 8, lines 52+). One of ordinary skill in the art at the time the invention 
was made would have been motivated to modify the structure taught in Edwards, 
Winegeart and Bonetti with the elements taught in Garcia-Soule et al. because a seal is 
known to provide means for sealing around a ball valve; furthermore, the use of seals to 
improve ball valves in the same way is known, as set forth by the Supreme Court in the 
KSR decision. Therefore, the invention as a whole would have been prima facie 
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obvious to one of ordinary skill in the art at the time the invention was made since the 
expected result of this configuration improves efficiency of the valve design. 

Allowable Subject Matter 

12. Claims 9-13, 18 and 30-33 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Response to Arguments 

1 3. Applicant's arguments have been considered but are moot in view of the new 
ground(s) of rejection. Applicant's arguments regarding Winegeart, Bonetti and Garcia- 
Soule et al. are noted, but the elements are shown above in the rejection. 

Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MATTHEW R. BUCK whose telephone number is (571) 
270-3653. The examiner can normally be reached on Monday through Friday 7:30am - 
5:00pm E.S.T.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tom Will can be reached on (571) 272-6998. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Thomas B Will/ 
Supervisory Patent Examiner 
Art Unit 3671 

/Matthew R Buck/ 
Examiner, Art Unit 3671 



